DRAFT


INTER-INSTITUTIONAL AGREEMENT


This Inter-Institutional Agreement, (“AGREEMENT”) by and between (INSTITUTION), a non-profit educational institution of the (STATE) and located in (CITY), (STATE) (“INSTITUTION”) and The University of Rhode Island, a non-profit educational institution of the State of Rhode Island, located at Kingston, RI (“URI”) shall be effective as of the date of final execution below (“EFFECTIVE DATE”).


(URI FACULTY MEMBER), a faculty member in the Department of (DEPARTMENT) at URI and (FACULTY MEMBER OF INSTITUTION), a faculty member at (INSTITUTION), (“INVENTORS”) have produced an invention entitled “TITLE ” (“INVENTION”) also known as INSTITUTION No. ____ and URI No. XX-XXXX; and


URI is willing to take the lead in identifying a licensee and negotiating a license or option agreement for the INVENTION for commercial purposes on behalf of URI and INSTITUTION; and


URI is willing to administer the patent filing and prosecution of the INVENTION; INSTITUTION herein authorizes URI to perform these functions under the following terms and conditions, 

1. DEFINITIONS

1.1. “PATENT APPLICATIONS” refers to the patent application(s) identified in Appendix A, and any patent application which has been filed and which might be filed on the INVENTION and any patents which issue on said application(s) including  any continuations, continuations-in-part, and any divisional, or substitute patents, any reissues or re-examinations of any such applications or patents, and any extension of the term of any such patent covering the INVENTION and any other form of patent coverage in any country directed to said INVENTION, except for improvement patents.

1.2. “PATENT EXPENSES” mean normal, out-of-pocket, actual costs of patent filing, prosecution and maintenance, of the PATENT APPLICATION as defined above and incurred prior to and while this AGREEMENT is in effect.  Any extraordinary expenses, for example, non-infringement litigation shall be discussed between the parties prior to being incurred and considered PATENT EXPENSES.

1.3. “GROSS REVENUES” mean the total actual amount of all fees, royalties and/or consideration, of any kind, collected from licensing the INVENTION.

1.4.  “NET REVENUES” mean the GROSS REVENUES, less the PATENT EXPENSES.

2. PATENTING

2.1. INSTITUTION and URI agree that URI shall be responsible for managing the prosecution and maintenance of the PATENT APPLICATIONS. URI shall consult with INSTITUTION on a timely basis on all significant matters relating to the PATENT APPLICATIONS.  URI shall not abandon the prosecution of the PATENT APPLICATIONS without prior written notice to INSTITUTION to preserve rights under the patents.  Inventorship on any PATENT APPLICATIONS shall be determined by U.S. Patent law.  

2.2. URI shall select the patent firm to handle any patent prosecution agreed upon.  URI will promptly provide copies to INSTITUTION of all PATENT APPLICATIONS, as well as patent documents and correspondence pertaining to the PATENT APPLICATIONS.

2.3. INSTITUTION shall provide URI with assignments from each of its INVENTORS and URI shall record the INVENTORS’ assignments to their respective universities.

2.4. INSTITUTION shall be responsible for Fifty per cent (50%) of PATENT EXPENSES and URI shall be responsible for Fifty per cent (50%) of PATENT EXPENSES.  URI shall give INSTITUTION copies of all patent attorney invoices that URI has paid, and INSTITUTION shall reimburse URI for 50% of such invoiced amounts within sixty (60) days of receipt of any such invoices. 

2.5. The parties, in consultation with any licensees, if appropriate, shall mutually determine the countries or jurisdictions where PATENT APPLICATIONS will be filed, prosecuted and maintained.  If, during the term of this AGREEMENT, either party declines to pay its share of PATENT EXPENSES in any country or jurisdiction, the other party may pay all such expenses but thereafter, the paying party shall have sole authority over licensing and patent prosecution of the PATENT APPLICATIONS in any such country or jurisdiction and those costs shall be deducted as PATENT EXPENSES in calculating NET REVENUES. The paying party has no obligation to share NET REVENUES from such country with the other party.  

3. LICENSING

3.1. URI and INSTITUTION agree that URI will have exclusive right and responsibility for negotiating and arranging licenses and options to the INVENTION.  INSTITUTION agrees not to license, option, or assign its undivided interest in the PATENT APPLICATIONS during the term of this AGREEMENT.  

3.2. URI agrees to put forth reasonable efforts in instituting a program for licensing the INVENTION, to consult with INSTITUTION on the licensing strategy, commercialization effort and licensing terms, but URI shall have final authority in the event of disagreement. URI agrees to furnish copies of draft and executed licensing agreements to INSTITUTION.

3.3. NET REVENUES from licenses negotiated by URI under this AGREEMENT will be distributed by URI on an annual basis on or before August 31 of each year, in the following manner: 

3.3.1. URI shall first deduct PATENT EXPENSES from GROSS REVENUES to arrive at NET REVENUES. After PATENT EXPENSES are fully reimbursed:

3.3.2. URI shall distribute Fifty Percent (50%) of NET REVENUES to URI; and
3.3.3. Fifty Percent (50%) of NET REVENUES to INSTITUTION.

3.4. URI agrees to handle the financial matters from the collection of royalties, fees, or other revenues, regardless of form, received from licensing the INVENTION, but URI and INSTITUTION will each handle their respective disbursements to their own inventors under their respective policies.

4. RECORDS AND REPORTS

4.1. URI will keep complete and accurate records of all PATENT EXPENSES and of all GROSS REVENUES received by it from each licensee of the INVENTION and will permit INSTITUTION, at its own expense, to hire a certified public accounting firm to examine URI’s books and records in order to verify the payments due and owing under this AGREEMENT.

5.  PATENT INFRINGEMENT
5.1. In the event the PATENT APPLICATIONS are infringed by a third party, the party who learned of the infringement shall notify the other party in writing and will provide the other party with evidence of the infringement.  INSTITUTION, in cooperation with URI, will diligently attempt to terminate the infringement without litigation.  

5.2. If the infringement has not ceased within ninety (90) days of the infringer being formally notified of the infringement, INSTITUTION and URI shall confer regarding possible courses of action.  

5.3. Neither party has an obligation to bring an infringement action, under this AGREEMENT.  If litigation is taken, any recovery resulting from a settlement or judgment on an infringement action will be divided based on the percentage of involvement of the participants in such action.

6. GOVERNMENT REPORTS

6.1. In as much as the INVENTION resulted from research sponsored by the Federal Government, URI and INSTITUTION shall be separately responsible for making all reports required by the Federal Government, and shall, upon request, furnish copies of those reports to each other.

7. NOTICES
7.1. Any notice required by this AGREEMENT shall be sent and shall be deemed delivered if sent by prepaid first class, registered, or certified mail or by express/overnight delivery service provided by a commercial carrier to the following addresses of the respective parties or such other address as is furnished by proper notice to the other party:

FOR INSTITUTION:




FOR URI:

NAME





David Sadowski



TITLE





Asst. VP of Research




OFFICE




Division of Research & Econ. Development



INSTITUTION



URI, 75 Lower College Rd, Suite 001


CITY, STATE ZIP



Kingston, RI 02881




8. TERM and TERMINATION
8.1. Unless terminated by operation of law or by other term of this AGREEMENT, this AGREEMENT shall extend from the EXECUTION DATE for so long as any issued patent described in the PATENT APPLCIATIONS remains unexpired or any patent application described therein remains pending in any patent office.

8.2. If two (2) years have passed from the EFFECTIVE DATE and no Option or License Agreement is in effect or has been agreed upon as to all material financial terms, either party may terminate this AGREEMENT for any reason, provided that the terminating party has provided at least, sixty (60) days’ written notice to the other party, but in no event less than sixty (60) days’ written notice prior to the date on which responses to any pending Patent Office Actions need to be taken to preserve rights under the PATENT APPLICATIONS.   Provided that each party continues to pay one half (1/2) of all PATENT EXPENSES, after effective termination, each party will have the right to separately license their respective interests under the PATENT APPLICATIONS.  The obligations to share PATENT EXPENSES and keep information confidential under Article 9 and any other obligation accrued prior to the effective date of termination, shall survive termination of this AGREEMENT.

8.3. The parties may agree to terminate this AGREEMENT in writing after License(s) or Option(s) have been executed.  In such case, the rights and responsibilities of the parties under this AGREEMENT in regard to such License(s), Option(s) and NET REVENUES from such agreements shall survive termination of this AGREEMENT.

9. CONFIDENTIAL INFORMATION

9.1. Both parties shall safeguard unpublished data, patent prosecution materials and license and option agreements relating to PATENT APPLIATIONS (hereinafter referred to as “CONFIDENTIAL INFORMATION”) against disclosure to third parties with the same degree of care as it exercises with its own data and license agreements of a similar nature
9.2. INSTITUTION and URI agree not to disclose CONFIDENTIAL INFORMATION to others (except to their employees, agents or consultants who are bound by a like obligation of confidentiality), except that the parties shall not be prevented from using or disclosing any of the data:
9.2.1. which is now, or becomes in the future, public knowledge other than through acts or omissions of receiving party;

9.2.2. which is lawfully obtained by the receiving party from

9.2.3. source independent of the disclosing party; or

9.2.4. which the receiving party can demonstrate by documentary evidence was independently developed by employees of the receiving party having no knowledge of the CONFIDENTIAL INFORMATION.

9.2.5. Both parties shall disclose CONFIDENTIAL INFORMATION to potential licensees only under the cover of a confidential disclosure agreement with terms no less stringent that the terms of confidentiality described herein for the sole purpose of evaluation of the PATENT APPLICATIONS for commercial development under this AGREEMENT.

9.3. Upon termination of this AGREEMENT, both parties shall safeguard CONFIDENTIAL INFORMATION for three (3) years from the effective date of termination.

10. MISCELLANEOUS
10.1. This AGREEMENT may not be amended except by written agreement signed by both of the parties.  This AGREEMENT constitutes the entire agreement of the parties relating to the subject matter hereof, and all prior representations and understandings are merged into and superseded by this AGREEMENT.

10.2. This AGREEMENT shall be governed by and in accordance with the laws of the state of Rhode Island.

10.3. The provisions of this AGREEMENT shall be deemed separable.  If any part of this AGREEMENT is rendered void, invalid, or unenforceable, such shall not affect the validity or enforceability of the remainder of this AGREEMENT unless the part or parts which are void, invalid or unenforceable shall substantially impair the value of the entire AGREEMENT as to either party.

10.4. Neither party may assign, delegate or otherwise transfer any of its rights or obligations under this AGREEMENT without the prior written consent of the other party.

10.5. No party shall be liable for failures or delays in the performance hereunder owing to compliance with the laws of the United States of America or any other government authority or to any other cause beyond the actual control of the party in question.


IN WITNESS WHEREOF, the parties hereto have caused this AGREEMENT to be executed on the later date of signature below, in duplicate originals by their duly authorized representatives.

INSTITUTION:




URI:

By:






By:






Name:



 


Name: David Sadowski


 Title:
TITLE, OFFICE



Title:
Asst. VP Research







Division of Research & Econ. D’vt
Date: 






Date:






APPENDIX A
US Patent Application No. XX/XXX,XXX filed MMM DD, YYYY entitled “TITLE”, URI No. XX-XXXX
6
8
IIA March 2010


