RESEARCH AGREEMENT

THIS  AGREEMENT effective this 
day of


, 2004, by and between ____________________________(hereinafter referred to as “COMPANY”) and THE UNIVERSITY OF RHODE ISLAND, a non-profit educational institution of the State of Rhode Island (hereinafter referred to as "URI”).

WITNESSETH:

WHEREAS, the research program contemplated by this Agreement is of mutual interest and benefit to Company and to URI , and may derive benefits for both Company and URI through inventions, improvements, and/or discoveries; and will further the instructional and research objectives of URI in a manner consistent with its status as a non-profit, tax-exempt, educational institution,

NOW, THEREFORE, in consideration of the premises and mutual covenants herein contained, the parties hereto agree to the following:

Article 1 - Definitions

As used herein, the following terms shall have the following meanings:

1.1  
"Project" shall mean the description of the project as described in Appendix A hereof, under the direction of Dr


, principal investigator.

1.2  
"Contract Period" is _______________ through ______________.

1.3  
"Company Intellectual Property" shall mean individually and collectively all inventions, copyrights, trade secrets,  trade marks, improvements and/or discoveries which are conceived and/or made solely by one or more employees, agents or other representatives of Company.

1.4      "URI Intellectual Property" shall mean individually and collectively all inventions, copyrights, trade secrets, trade marks, improvements and/or discoveries which are conceived and/or made solely by one or more employees, agents or other representatives of URI. 

1.5
“Joint Intellectual Property” shall mean individually and collectively all inventions, copyrights, trade secrets, improvements and/or discoveries which are conceived and/or made by employees, agents, or other representatives of both URI and the Company in the course of carrying out research under the Project during the Contract Period or within one year after the expiration or other termination of this Agreement if conceived as a result of and attributable to work done under the Project. 

1.6 "Company Confidential Information" shall mean all information identified by the Company in writing as being confidential and proprietary in nature.  Notwithstanding the foregoing, no information will be considered confidential or proprietary for purposes of this definition if (a) it was known to URI prior to its disclosure by the Company, (b) it is now or has become generally known on a non-confidential basis to the industry through no act or failure to act on URI's part, (c) it was information hereinafter rightfully furnished to URI by a third party as a matter of right and without restriction or disclosure.

1.7
"URI Confidential Information" shall mean all information identified by URI in writing as being confidential and proprietary in nature.  Notwithstanding the foregoing, no information will be considered confidential or proprietary for purposes of this definition if (a) it was known to the Company prior to its disclosure by URI, (b) it is now or has become generally known on a non-confidential basis to the industry through no act or failure to act on the Company's part, (c) it was information hereinafter rightfully furnished to the Company by a third party as a matter of right and without restriction or disclosure.

Article 2 - Research Work

2.1  
URI shall commence the performance of Project promptly after the effective date of this Agreement, in accordance with Appendix A, and shall use reasonable efforts to perform such Project substantially in accordance with the terms and conditions of this Agreement. Anything in this Agreement to the contrary notwithstanding, Company and URI may at any time amend Project by mutual written agreement.

2.2  
In the event that the Principal Investigator(s) become unable to continue Project, and a mutually acceptable substitute is not available, URI and/or Company shall have the option to terminate this Agreement.

Article 3 - Reports and Conferences

3.1
A report shall be submitted by URI within three months of the conclusion of the Contract Period or the early termination of this Agreement.

3.2
During the Contract Period, representatives of URI will meet with representatives of Company at times and places mutually agreed upon to discuss the progress and results, as well as ongoing plans, or changes therein, of the Project to be performed hereunder.

Article 4 - Costs, Billings, and Other Support

4.1
It is agreed to and understood by the parties hereto that, subject to Article 2, and per the budget in Appendix B, total costs to Company hereunder shall be 




 ($

).  Payment will be made by Company in three equal payments to Research & Grants Accounting, 70 Lower College Road, Kingston, RI  02881.  One third of the total amount will be paid upon execution of this Agreement, one third when the work and time schedule are two-thirds complete, and one-third within thirty (30) days after the end of the schedule.  

4.2 
In the event that Company shall loan equipment to URI, it will be returned to Company upon completion or termination of the Project.  URI shall retain title to any equipment donated by Company or purchased with funds provided by Company under this Agreement.

4.3  
Anything herein to the contrary notwithstanding, in the event of early termination of this Agreement by Company pursuant to Article 9 hereof, Company shall pay all costs accrued by URI as of the date of termination, including non-cancelable obligations, which shall include all non-cancelable contracts.  Any students included in the Project shall be supported for the remainder of the academic year.

 Article 5 - Publicity

5.l  
URI will not use the name of Company, nor any employee of Company, in any publicity without the prior written approval of Company.  Company will not use the name of URI, nor of any member of URI's staff, whether or not related to the Project, in any publicity or news release without the prior written approval of an authorized representative of URI.  

Article 6 - Publications
6.1   
 Company recognizes that under University policy, the results of Projects must be publishable and agrees that researchers engaged in Projects shall be permitted to present at symposia, national, or regional professional meetings, and to publish in journals, theses or dissertations, or otherwise of their own choosing, the methods and results of Projects; provided, however, the Company shall be furnished copies of any proposed publication or presentation at least three (3) months in advance of the submission to a journal, editor, or other third party.   Company shall have one (1) month, after receipt of said copies, to object, in writing, to the proposed publication or presentation because it contains patentable subject matter which needs protection and/or Company Confidential Information.  In either case the proposed publication or presentation  shall be deferred a maximum of  two (2) months from date of the objection to allow for application of appropriate patent protection or to provide the researcher(s) and Company an opportunity to review the proposal and delete, where necessary, the Company Confidential Information from the proposed publication or presentation.   Company further acknowledges and agrees that URI deferment of the proposed publication or presentation, including but not limited to graduate student's thesis or dissertations, under this Article will be for a maximum period not to exceed six (6) months.

Article 7 - Intellectual Property Title

7.1  
All right, title and interest to Company Intellectual Property whether patentable or copyrightable or not, shall belong to Company and shall not be subject to the terms and conditions of this Agreement.

7.2  
All right, title and interest to URI Intellectual Property whether patentable or copyrightable or not shall remain with URI. 

1.7 All right, title and interest to Joint Intellectual Property whether patentable or copyrightable or not shall be jointly owned by URI and the Company.  Neither joint

 owner shall commercialize, license or use any Joint Intellectual Property or license or transfer in any way any Joint Intellectual Property without the prior written consent of the other party; provided, however, that either party may use Joint Intellectual Property for noncommercial research purposes; and provided further that URI shall be free to license Joint Intellectual Property subject to the first option granted to Company by Section 8.1 hereof.

Article 7.4 – Intellectual Property Expenses

7.4.1 - URI Intellectual Property

URI will promptly notify the Company of any URI Intellectual Property conceived and/or made in the course of carrying out research under the Project during the Contract Period or within one year after the expiration or other termination of this Agreement if conceived as a result of and attributable to work done under the Project.  URI will cause to be prepared, filed, prosecuted, renewed (to the extent the same may be renewed) and maintained all patent applications, patents, copyrights, and trade marks that are reasonably obtained in all commercially reasonable jurisdictions as reasonably determined by URI for any invention, copyrightable material, or trade mark comprising URI Intellectual Property.

URI shall give the Company ample opportunity to suggest or recommend certain claims or other characteristics of the patent for the best intellectual property protection.

URI shall offer the Company an option for an exclusive license.

If the Company takes an option for an exclusive license pursuant to Article 8, then the Company shall pay for the costs incurred after the date of this agreement for all such preparation, filing, prosecution, renewal, and maintenance of URI Intellectual Property as the costs are incurred up to a maximum of ten thousand dollars ($10,000).  Costs are defined as attorney’s fees charged to URI plus concomitant patenting costs incurred at URI.  These concomitant costs are valued at twenty percent (20%) of the attorney’s fees.  Taking the option is not the same as exercising the option.  It does mean that the Company stands first in line for a period of time.  If the Company does not take an option within a three (3) month period beginning with the date of the disclosure, the Company shall not pay any patenting costs. If the Company does not take an option, URI shall be free to offer the property to a third party or to abandon the patent.   If during an additional three (3) month period the Company exercises the option to an exclusive license, the Company agrees to pay for all costs incurred before the date of the Agreement as well as those incurred after the date of the Agreement.   If the Company takes an option but decides not to exercise the option, the cost to the Company shall be limited to ten thousand dollars ($10,000).  In this case, URI shall be free to offer the property to a third party or to abandon the patent.      

7.4.2 - Joint Intellectual Property

URI shall offer the Company an option to license URI’s share.  If the Company wishes to exclusively commercialize the Joint Intellectual Property, it shall exercise the option within six (6) months of the offer and negotiate a license to URI’s share on terms and conditions to be mutually agreed upon.  In this case, The Company shall pay all patenting costs.

The Company shall decide whether to prepare, file, prosecute, renew and/or maintain relevant patent applications, patents, copyrights and trademarks comprising Joint Intellectual Property and may, at its sole discretion, cause to be prepared, filed, prosecuted, renewed (to the extent the same may be renewed) and maintained all patent applications, patents, copyrights, and trade marks that are reasonably obtained in all commercially reasonable jurisdictions for any invention, copyrightable material, or trade mark comprising Joint Intellectual Property.  The Company shall communicate its decision to URI within a reasonable time for URI to take appropriate action on its own behalf. The Company shall communicate its decisions at least thirty (30) days before a potential bar date or analogous deadline that would result in loss of rights by URI.

Should the Company elect to not cause to be prepared, filed, prosecuted, renewed (to the extent the same may be renewed) and maintained all patent applications, patents, copyrights, and trade marks, URI has the option to assume full responsibility for all prosecution and/or maintenance and costs associated therewith.  

If the Company does not elect to take an exclusive license, URI will be free to license the Joint Intellectual Property to a third party if URI wishes to do so.  

7.4.3 – Both URI Intellectual Property and Joint Intellectual Property

URI and the Company will cooperate in preparing, filing, prosecuting, renewing and maintaining all such applications, patents and copyrights.  The Company and URI will mutually decide in good faith all issues concerning the advisability of filing, prosecuting, renewing or maintaining all such applications, patents and copyrights. The parties may decide to hold the invention, in each case, as a trade secret instead of as a patent.  Each party shall keep the other advised as to all developments with respect to applications, patents and copyrights and shall promptly supply to the other copies of all papers received and filed in connection with the prosecution thereof in sufficient time for the other to comment thereon.  The costs of all such preparation, filing, prosecution, renewal and maintenance will be borne by the Company in the case of Joint Intellectual Property or, if paid directly by URI, as in the case of URI Intellectual Property, reimbursed by Company to URI upon invoice therefore, as recited in Article 7.4.1. 

Article 8 - Grant of Rights

8.1 
Subject to Company’s payment and performance of its obligations with respect to preparation, filing, prosecution, renewal and maintenance of patent applications, patents and copyrights, URI grants Company the first option for an exclusive license to URI Intellectual Property and Joint Intellectual Property, with a right to sublicense, on terms and conditions to be mutually agreed upon.  In the event that the parties cannot agree on the terms and conditions, the matter shall be submitted to arbitration pursuant to Article 14.  The option to license a specific intellectual property shall extend for a time period of three (3) months from the date of disclosure of that specific intellectual property, in each case.

8.2
Concomitant with the right of first option granted by Section 8.1, the Company agrees to pay all fees and costs relating to the filing, prosecution, and maintenance of the  patent applications, patents and copyrights, including infringement costs, contemplated by Section 7.4.  If the Company exercises the option to take an exclusive license pursuant to this Article 8, the Company agrees to pay for all costs incurred before the date of the Agreement as well as those incurred after the date of the Agreement. Payment shall be made to URI within thirty (30) days of receiving the invoice from URI.  Outstanding balances shall be subject to a late fee of one and one-half percent (1 1/2%) per month.

8.3
Amounts paid or incurred by Company for patent and copyright costs, whether direct or through reimbursement of such costs to URI, shall not be creditable to royalty payments, license issue fees, or license maintenance fees due URI under any license entered into as contemplated by this Agreement.

8.4
Without limiting the rights and obligations of the parties under this Agreement, in the event that Company fails or refuses to carry out its obligations under this Agreement, URI reserves the right, at its expense and in its sole discretion, to prepare, file, prosecute, renew and maintain any patent applications, patents and copyrights pertaining to inventions or copyrightable material comprising URI Intellectual Property or Joint Intellectual Property, in which event the first option granted to Company in Section 8.1 shall cease as to all URI Intellectual Property and Joint Intellectual Property covered by such patent applications, patents and copyrights.

Article 9 - Term And Termination

9.1  
This Agreement shall become effective upon the date first hereinabove written and shall continue in effect for the full duration of the Contract Period unless sooner terminated in accordance with the provisions of this Article.  The parties hereto may, however, extend the term of this Agreement for additional periods as desired under mutually agreeable terms and conditions which the parties reduce to writing and sign.  

9.2  
In the event that either party hereto shall commit any breach of or default in any of the terms or conditions of this Agreement, and also shall fail to remedy such default or breach within sixty (60) days after receipt of written notice thereof from the other party hereto, the party giving notice may, at its option and in addition to any other remedies which it may have at law or in equity, terminate this Agreement by sending notice of termination in writing to the other party to such effect, and such termination shall be effective as of the date of the receipt of such notice.

9.3  
Subject to Article 8, termination of this Agreement by either party for any reason shall not affect the rights and obligations of the parties accrued prior to the effective date of termination of this Agreement.  No termination of this Agreement, however effectuated, shall affect, modify or release the rights, duties and obligations of the parties under Articles 4, 5, 6, 7, 8, 10 and 11.

Article 10 - Independent Contractor

10.1  
URI shall be deemed to be and shall be an independent contractor and, as such, URI shall not be entitled to any benefits applicable to employees of Company;

10.2  
Neither party is authorized or empowered to act as agent for the other for any purpose and shall not on behalf of the other enter into any contract, warranty, or representation as to any matter. Neither shall be bound by the acts or conduct of the other.

Article 11 - Insurance & Indemnification
11.1  
URI warrants and represents that URI has adequate liability insurance, such protection being applicable to officers, employees, and agents while acting within the scope of their employment by URI, and URI has no liability insurance policy as such that can extend protection to any other person.

11.2  
Each party hereby assumes any and all risks of personal injury and property damage attributable to the negligent acts or omissions of that party and the officers, employees, and agents thereof.

11.3  
Company expressly agrees to indemnify, hold harmless, and defend at Company’s own cost and expense,  URI and The Board of Governors of Higher Education for the State of Rhode Island, their directors, agents and employees against any and all claims or actions arising out of damage or injury (including death) to persons or property caused by or sustained in connection with conditions created by the educational activities and services provided hereunder where Company is found by a court of competent jurisdiction to have been factually and legally responsible for said condition.

11.4  
URI expressly agrees to indemnify, hold harmless, and defend at URI’s own cost and expense, the Company, its agents, servants, and employees against any and all claims or actions arising out of damage or injury (including death) to persons or property caused by or sustained in connection with conditions created by the educational activities and services provided hereunder where URI is found by a court of competent jurisdiction to have been factually and legally responsible for said condition.

Article 12 - Consulting

12.1
The parties to this agreement, including the Principal Investigator, agree that the Principal Investigator will not engage in any consulting work with the Company during this Contract Period. 
Article 13 - Governing Law

13.1
This Agreement shall be governed and construed in accordance with the laws of the State of Rhode Island.

Article 14 - Arbitration
14.1
Any controversy or claim arising out of or relating to this Agreement, or the breach hereof, shall be settled by arbitration in accordance with the Commercial Arbitration Rules of the American Arbitration Association (the "AAA") as such rules may be modified herein.  The arbitrator shall not award to any party punitive damages and the parties shall be deemed to have waived any right to such damages.

14.2
An award rendered in connection with an arbitration pursuant to this Article shall be final and binding and judgment upon such an award may be entered and enforced in any court of competent jurisdiction.

14.3
The forum for arbitration under this Article shall be the State of Rhode Island and the governing law for such arbitration shall be the laws of the State of Rhode Island.  The arbitrators decision must be consistent with such law.

14.4
Arbitration under this Article shall be conducted by three arbitrators selected jointly by the parties.  If within thirty (30) days after a demand for arbitration is made, the parties are unable to agree on three arbitrators, said arbitrators shall be appointed by the AAA.

14.5
The arbitrator shall apply the Federal Rules of Evidence and the procedural rules, including discovery provisions, of the Federal Rules of Civil Procedure.  However, notwithstanding the preceding sentence, discovery shall be limited to information directly relevant to the controversy or claim in arbitration.

Article 15 - Assignment

15.1  
Except as provided below, this Agreement shall not be assigned by either party without the prior written consent of the parties hereto.

15.2  
This Agreement is assignable to any division of Company, any majority stockholder of Company, and/or any subsidiary of Company in which the majority of the outstanding stock is owned by Company.

Article 16 - Agreement Modification

16.1  
Any agreement to change the terms of this Agreement in any way shall be valid only if the change is made in writing and approved by mutual agreement of authorized representatives of the parties hereto.

Article 17 - Notices

17.1  
Notices, invoices, communications, and payments hereunder shall be deemed made if given by registered or certified mail, postage prepaid, and addressed to the party to receive such notice, invoice, or communication at the address given below, or such other address as may thereafter be designated by notice in writing:

If to Company:

If to URI:




Vice President for Research







The University of Rhode Island







75 Lower College Road, Suite 001







Kingston, RI  02881


Article 18 - Entire Agreement

18.1
It is the mutual desire and intent of the parties to provide certainty as to their future rights and remedies against each other by defining the extent of their mutual undertakings as provided herein.  The parties have in this Agreement incorporated all representations, warranties, covenants, commitments, and undertakings on which they have relied in entering into this Agreement and, except as provided for herein, neither party has made any covenant or other commitment to the other concerning its future action.  Accordingly, this Agreement constitutes the entire agreement and understanding between the parties with respect to the matters contained herein, and there are no promises, representations, conditions, provisions, or other terms related thereto other than those set forth in this Agreement, and representations between the parties, written or oral relating to the subject matter hereof.
IN WITNESS WHEREOF, the parties have caused these presents to be executed in duplicate as of the day and year first above written.

COMPANY
THE UNIVERSITY OF RHODE ISLAND

By:


By:





Name:

Name:




Title:

Title:




Date:
Date

Witness
Witness


PRINCIPAL INVESTIGATOR


Witness

Attachments must include budget, separate proposal if required, completed company contact sheet.
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